TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is not
bi ndi ng precedent of the Board.

Paper No. 22

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Appeal No. 96-2890
Application 08/318, 781!

Bef ore MElI STER, ABRAMS and CRAWFORD, Adni ni strative Patent
Judges.

ABRAMS, Admi nistrative Patent Judge.

DECI SI ON ON APPEAL

This is an appeal fromthe decision of the examner finally
rejecting clains 11 and 22, which constitute all of the clains of

record in the application, the other clainms having been cancel ed.

1 Application for patent filed October 17, 1994. According
to appellant, this application is a 371 continuation of
I nternational Application No. PCT/1T93/00076 filed July 20, 1993.

1



Appeal No. 96-2890
Appl i cation 08/ 318, 781

The appellant's invention is directed to a nulti-Ilayered
board gane. The subject matter before us on appeal is

illustrated by reference to claim11l, which reads as foll ows:

11. A board gane, conpri sing;
a support structure;

three transparent gane-boards joined with said support
structure so as to be vertically separated from one anot her and
such that an upper playing surface of each ganme-board defines a
respective one of a first, second and third horizontal plane,
wherein the external shape of the upper playing surface of each
gane board is defined by a nulti-sided peripheral edge, and each
of said gane-boards having two sets of parallel paths with said
sets being arranged orthogonal to each other on the playing
surfaces with a plurality of the paths extending diagonally off
from peri pheral edges of the playing surface on which said paths
are forned;

a first series of gane pieces which first series
includes a first, a second and a third ganme piece type with the
three gane piece types being different;

a second series of ganme pieces that is visually
distinct fromsaid first series and includes first, second and
third gane piece types which correspond wwth the first, second
and third gane piece types of said first series, and

wherein said support structure includes a columm positioned
centrally with respect to said first, second and third gane
boards, and wherein each of the gane boards provides a simlar
sized playing field and each playing field has a simlarly shaped
peri pheral shape.

THE REFERENCES
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The references relied upon by the exam ner to support the
final rejection are:
Scot t 4, 883, 278 Nov. 28, 1989

THREE- DI MENSI ONAL CHESS, Tine, February 4, 1952, page 15 (Tine).

THE REJECTI ONS

Clainms 11 and 22 stand rejected under 35 U . S.C. § 112, first
par agraph, as bei ng based upon a specification which fails to
provi de support for the invention as now cl ai ned. ?

Clains 11 and 22 also stand rejected under 35 U S.C. § 112,
second paragraph, as failing to particularly point out and
distinctly claimthe subject matter which the appellant regards
as the invention.?

Clainms 11 and 22 further stand rejected under 35 U.S. C
8 103 as being unpatentable over Scott in view of Tine.

The rejections are explained in the Exam ner's Answer and in
Paper No. 8.

The opposing viewpoints of the appellant are set forth in

the Brief and the Reply Brief.

2 This is a newrejection nmade for the first tine in the
Exam ner’ s Answer.
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CPI NI ON
The Rejections Under 35 U S.C. § 112

It is the examner’s position in rejecting the clains under
the first paragraph of 35 U.S.C. 8§ 112 that no support is present
in the specification for the expressions of “paths extending
diagonally with respect to a peripheral edge of the playing
surface” and “parallel |lines extend diagonally off froma
peri pheral edge of a correspondi ng one of said gane-boards.” The
exam ner al so questions the neaning of “diagonally off,” which
edge of the gane-board is being referenced, whether there is a
frame on the board of Figure 3, and whether Figure 3 corresponds
to each board in Figure 1. See Answer, page 3.

Qur study of the disclosure of the invention |l eads us to the
conclusion that the exam ner’s objections are not well taken.
From our perspective, one of ordinary skill in the art would have
had no difficulty in understanding the construction of the three
gane boards, including the relationships of the various el enents
of the clainms with respect to one another, which the exam ner has
guestioned. We will not sustain the rejection under 35 U.S. C
§ 112, first paragraph.

The rejection under the second paragraph of Section 112 is

on the basis that the passages quoted above with regard to the
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first paragraph rejection are vague and indefinite. W cannot
agree, for the sane reasons as were expressed i nmedi ately above.
The rejection under 35 U.S.C. § 112, second paragraph, also is

not sustai ned.?

The Rejection Under 35 U.S.C. § 103

The examner’s theory is that Scott discloses the clained
t hree stacked, transparent gane boards but |acks the required two
series of three different gane pieces. For this, the exam ner
| ooks to Tinme, which discloses a three dinensional chess gane in
which there are two series of at |east three different gane
pi eces. The exam ner’s position apparently is that it would have
been obvious to one of ordinary skill in the art to utilize the
Time gane pieces with the Scott stacked ganme boards. Essenti al
to the examner’s conclusion is that the limtation that the

pat hs of the ganme boards are diagonal to the peripheral edge of

3 W do note, however, sone nmatters in the clains which are
worthy of comment. W have interpreted the phrase “diagonally
of f from peripheral edges” in claim1ll, and the simlar
phraseol ogy whi ch appears in claim22, to nmean that the paths
di agonal ly intersect the peripheral edges. W also note two
apparent errors in claim1l1l which appear to be in need of
correction: In line 25 of the claimas presented in the anmendnent
acconpanying the Reply Brief, it would appear that “playing
field” should read --playing surface-- in both occurrences, and
inline 26 that “peripheral shape” should read --peripheral edge-
-, Iin order to have proper antecedent basis.
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the playing surfaces is “printed matter” which is “not limting,”
and he has ignored it in setting out this rejection. See Paper
No. 8, page 3.

We agree with the appellant that this position on the part
of the examner is in error, in that the clainmed paths do not
merely provide printed information, but are an integral part of
t he gane board structure. The limtation is present in both
claims, and it clearly is not taught by either of the applied
references. Such being the case, a prima facie case of
obvi ousness with regard to the subject matter of clains 11 and 22
has not been established, and we will not sustain the Section 103

rejection.
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SUMVARY

None of the rejections are sustained.

The decision of the exam ner i s reversed.

REVERSED

JAVES M MEl STER )
Adm ni strative Patent Judge)

)
)

)
NEAL E. ABRAMS ) BOARD OF PATENT
Adm ni strative Patent Judge) APPEALS AND

) | NTERFERENCES

)

)
MURRI EL E. CRAWFORD )

Adm ni strative Patent Judge)
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